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DETAILED ACTION 

Status of the Claims 

Claims 1, 2, 4 and 6-24 are pending. Claims 4 and 6-9 are withdrawn as being drawn to a 
non-elected invention. Any objection or rejection not expressly repeated has been withdrawn. 
The text of those sections of Title 35, U.S. Code not included in this action can be found in a 
prior Office action. 

Applicant's arguments with respect to the claims have been considered and will be 
addressed insofar as they apply to the new grounds of rejection. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 16 and 17 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the written description requirement. The claims contain subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that Applicant, at the time the application was filed, had possession of the claimed invention. 

These claims were added by pre-amendment after filing. Each of the claims contains a 
limitation regarding "the lower limit of the hydrophobe types." The examiner does not find 
support for these claims. This limitation is discussed at paragraph [0024]. However, these claims 
depend from claim 13 which requires a hydrophobically modified aminoplast polyether 
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copolymer thickener, whereas the discussion in paragraph [0024] is limited to the use of a 
hydrophobically modified polyethoxylated urethane thickener. 

Claim Rejections - 35 USC §102 

Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as being anticipated by Eisenhart et al 
(US 5,137,571) with Onwumere et al (US 5,354,808) to support inherency. 

Eisenhart discloses a composition comprising a hydrophobically modified 
polyethoxylated urethane thickener (QR-708) and a cyclodextrin. See examples 1-6. In the 
arguments filed February 20, 2008, Applicant states that this reference "fails to teach or suggest 
a hydrophobically modified polyethoxylated urethane thickener comprising a urethane linkage 
formed from any of the diisocynates [sic] listed in instant claim 1 ." However, it is further noted 
that in the arguments filed September 6, 2007, Applicant states that "QR-708, like the thickener 
disclosed in Lau, is based on Hi 2 MDI." The abbreviation "Hi 2 MDI" appears to be typically used 
for 4,4'-methylenebis(isocyanatocycloxane). The instant specification uses the trade name "Des 
W." See paragraph [0023]. See Onwumere at col 1, lines 32-34; col 10, lines 1-8; and col 15, 
lines 29-33. 

Claim Rejections - 35 USC §103 

Claims 1 and 2 are rejected under 35 U.S.C. 103(a) as being unpatentable over Eisenhart 
et al (US 5,137,571) in view of Emmons et al (US 4,079,028). 

Eisenhart teaches as set forth above. The reference teaches the use of cyclodextrins in 
combination with hydrophobically modified polyethoxylated urethane thickeners, generally, and 
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further discloses that these thickeners are known and disclosed by Emmons. See col 1, 59-62. 
The reference does not exemplify all the thickeners based on the full range of diisocyanates 
recited. 

Emmons teaches the preparation of hydrophobically modified polyethoxylated urethane 
thickeners using a variety of diisocyanates. See paragraph bridging col 8-9. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to select any of the hydrophobically modified polyethoxylated urethane 
thickeners taught by Emmons with a reasonable expectation of success because Eisenhart 
suggests their use. 

Claims 10-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over Eisenhart et 
al (US 5,137,571) in view of Glancy et al (US 5,914,373). 

Eisenhart teaches as set forth above. The reference teaches the general concept of using a 
variety of cyclodextrins in combination with hydrophobically modified associative thickeners to 
eliminate the use of organic cosolvents and surfactants necessary to prepare aqueous 
compositions. See col 1, lines 18-51. Typical of such an aqueous composition is latex paint. See 
col 2, lines 25-47. The reference further teaches various amounts of the cyclodextrins and 
thickener. See paragraph bridging col 4-5 and examples. The reference does not teach the use of 
a hydrophobically modified aminoplast polyether copolymer thickener. 

Glancy teaches the use of hydrophobically modified aminoplast polyether copolymers, 
which function as associative thickeners, for use in aqueous compositions such as latex paint. 
The compositions may be prepared using water-immiscible solvent and surfactants. See col 20, 
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lines 21-40 and col 23-24. The reference further suggests a functional equivalence with other 
associative thickeners, such as polyurethane-based ones. See col 4, lines 5-10. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the compositions of Eisenhart by the substitution of a 
hydrophobically modified aminoplast polyether copolymer as the associative thickener with a 
reasonable expectation of success because Glancy had suggested the functional equivalence of 
the thickeners in the preparation of aqueous compositions, such as paint. It would be within the 
scope of the artisan to optimize the amounts of the various components for the particular 
application through routine experimentation. 



Examiner's hours, phone & fax numbers 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Leigh Maier whose telephone number is (571) 272-0656. The examiner can 
normally be reached on Tuesday, Thursday, and Friday 7:00 to 3:30 (ET). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Ms. 
Anna Jiang (571) 272-0627, may be contacted. The fax number for Group 1600, Art Unit 1623 
is (571) 273-8300. 

Visit the U.S. PTO's site on the World Wide Web at http://www.uspto.gov. This site contains 
lots of valuable information including the latest PTO fees, downloadable forms, basic search 
capabilities and much more. Information regarding the status of an application may be obtained 
from the Patent Application Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information for 
unpublished application is available through Private PAIR only. For more information about the 
PAIR system, see h j p_ o.gov Should you have questions on access to the Private 

PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197. 
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